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Foreword

This is the third of three studies of copyright and sound recordings commis-
sioned by the National Recording Preservation Board (NRPB) in support

of the congressionally mandated study of the state of audio preservation in
the United States. All three studies have focused on how laws pertaining to
sound recordings made before 1972 affect preservation of and access to audio
recordings. As readers of the previous two studies know, sound recordings
made before February 15, 1972, do not benefit from federal copyright protec-
tion. In the absence of a national law, in the late 1960s and early 1970s, indi-
vidual states passed anti-piracy and other laws to protect producers of sound
recordings from unauthorized duplication and sale of recordings.

The first two NRPB studies, both written by Professor June M. Besek of
Columbia Law School, explored how laws pertaining to rights to pre-1972
sound recordings affect the preservation of and access to these rich resources.
Professor Besek’s work examined preservation and access issues as they ap-
ply to commercial sound recordings and unpublished works, such as live re-
cordings, radio broadcast transcriptions, oral histories, and news interviews.

In this study, Professor Peter Jaszi and students in the Program on Infor-
mation Justice and Intellectual Property at American University’s Washington
College of Law examine criminal and civil laws of 10 states, as well as judicial
decisions and common law, pertaining to sound recordings fixed before 1972.
The authors provide a brief history of the formulation of these laws and ex-
amine the laws and court cases that may determine the extent to which non-
profit institutions may preserve and disseminate pre-1972 recordings.

As Professor Jaszi and his students note, state anti-piracy laws alone do
not define the legal uses of pre-1972 recordings. Legal uses of these record-
ings are also affected by common law copyright, unfair-competition laws,
rights of privacy, and federal copyright law related to underlying works, such
as musical compositions performed on the recordings. Remarkably, this is the
first in-depth analysis of individual state copyright laws.

Professor Jaszi begins his preface with the statement, “Nonprofit cultural
institutions, such as libraries, archives, and museums, hope to make avail-
able sound recordings created prior to 1972.” Speakers at hearings conducted
for the National Recording Preservation Board’s study of the state of audio
preservation made this desire quite clear. A significant amount of the testi-
mony expressed the frustration of librarians and archivists over the difficulty
of making their collections accessible to scholars and the public. Many of my
colleagues at the Library of Congress share my personal conviction that it is
our obligation to make our collections as accessible as possible, within the
law. This is especially true for collections that are unique, rare, or difficult to
locate elsewhere.

A great number of the three million sound recordings held by the Library
of Congress at the newly opened Packard Campus Audio Visual Conservation
Center in Culpeper, Virginia, meet these criteria. Many of the early commercial
sound recordings and radio broadcast collections preserved at the Center are
not held by any other public institution. It is the Library’s obligation, in ensur-
ing that the Packard Campus becomes a truly national center, to make certain
that its audio treasures are shared as widely as possible. Yet in an environment
where there are virtually no public domain sound recordings and where, as
discussed in this study, the laws controlling early sound recordings are com-
plex and vast, copyright-related issues present a formidable challenge.
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In early 2010, the Packard Campus will launch a Web site that will offer
streaming of more than 10,000 pre-1925 commercial recordings. A generous,
gratis license from Sony Music Entertainment will make this access possible
from a legal perspective. In any other country, however, such materials are al-
ready in the public domain. In addition, if these recordings were in any other
format held by the Library of Congress, such as books, maps, music, or pho-
tographs, they would have been in the public domain for more than a decade.

The exclusive right of creators to benefit from creative expression for a
limited period is fundamental to U.S. law, as set forth in the Constitution.
Librarians and archivists respect this right and uphold the limitations to un-
authorized dissemination as outlined in U.S. copyright law. They are aware
that unauthorized distribution of audiovisual works is a legitimate concern of
copyright holders. At the same time, they recognize that in the long run, the
breadth and duration of restrictions on the dissemination of sound record-
ings can only undermine respect for copyright law and other exclusive rights.
A survey conducted for the NRPB by Tim Brooks' found that fewer than 4
percent of historical recordings made before 1925 are available for sale by
rights holders. In other words, 96 percent of pre-1925 commercial recordings
are inaccessible commercially and may not be published, sold, or offered for
downloading legally until 2067.

At the conclusion of his analysis of applicable laws in each of the 10 states
included in his report, Professor Jaszi outlines what he terms “potential de-
fenses for nonprofit institutions.” In these sections, he examines the courses of
defense a nonprofit institution might take if accused of unauthorized use of
pre-1972 sound recordings. These analyses will be invaluable to all nonprofit
institutions working to make historical recordings accessible. However, the
legal issues related to dissemination of pre-1972 recordings, and all recordings,
are complex. Having these analyses of potential legal defenses is useful, but the
mere need to consider “potential defenses” has a chilling effect on all institu-
tions without the legal resources and wherewithal to undertake legal risks.

Congress has recently directed the U.S. Copyright Office to “conduct a
study on the desirability of and means for bringing sound recordings fixed
before February 15, 1972, under federal jurisdiction.” The study will “cover
the effect of federal coverage on the preservation of such sound recordings,
the effect on public access to those recordings, and the economic impact of
federal coverage on rights holders.”? The work conducted thus far on be-
half of the National Recording Preservation Board will assist the Register of
Copyrights as it undertakes this study. We are deeply indebted to Professor
Jaszi and his students for this particular work—one that will be invaluable
to all who want to better understand the laws and restrictions pertaining
to pre-1972 recordings and who hope for a future in which the hundreds of
thousands of historical audio recordings held in libraries, archives, and pri-
vate collections may be disseminated broadly.

Deanna B. Marcum
Associate Librarian for Library Services
Library of Congress

! Brooks, Tim. 2005. Survey of Reissues of U.S. Recordings. Washington, DC: Council on Library and
Information Resources and Library of Congress.

2 Congressional Record. February 23, 2009. H2397. Available at http://www.congressonrecord)
om/page/H2397.



http://www.congressonrecord.com/page/H2397
http://www.congressonrecord.com/page/H2397

Protection for Pre-1972 Sound Recordings under State Law and Its Impact on Use by Nonprofit Institutions

Introduction

onprofit cultural institutions, such as libraries, archives, and

museums, hope to make available sound recordings created

prior to 1972. However, exactly what protections those re-
cordings have, and thus what barriers may exist to inhibit such use,
are not always clear. What is known is that federal copyright law did
not protect sound recordings until 1972, and that it expressly leaves
protection for pre-1972 sound recordings exclusively in the domain
of the states.

Nearly every state has taken steps to protect pre-1972 sound re-
cordings in some fashion, be it through criminal antipiracy statutes
or common law theories such as common law copyright, the doctrine
of unfair competition, or misappropriation. However, because each
state can determine which rights it will or will not grant, a state-by-
state review is necessary.

We examined 10 states to get a sense of the types of protections
states extend to pre-1972 sound recordings, and what impact these
laws may have on the use of such recordings by nonprofit institu-
tions. Our survey began with a quick survey of all 50 U.S. states, to
determine which ones would be good candidates for more extensive
investigation. Some states were selected because they are jurisdic-
tions in which the sound recording industry is well established, and
others because their laws appeared to be relatively typical in char-
acter. Still others were chosen because they exhibited features that
appeared unusual and worthy of further inquiry. The 10 states are
not necessarily a representative cross-section of the nation; however,
when taken together, they illustrate many aspects of state law with
which nonprofit cultural institutions may need to be concerned.

Our working method was to identify, in advance, various types
of statutory and judge-made laws that might have implications for
nonprofit institutions” efforts to make the heritage of recorded sound
more broadly available. Each of these legal categories was then ex-
plored in primary- and secondary-source materials relating to the 10
states under consideration.

Part I of this report summarizes the state-by-state examination.
It includes a general history of state law protection and summaries
of the potential protections available. This section also compares and
contrasts the laws and provisions of many of the states. Part II pro-
vides a more in-depth analysis of sound recording laws in each state
in the sample.



A. The History of Protection of Sound Recordings

1. Beginnings

Copyright protection in the United States began with the nation’s
founding. From the country’s inception, copyright protection has
been conferred at both the federal and state levels. Despite federal
copyright law stemming from the U.S. Constitution, nearly all of the
original 13 states enacted statutes protecting authors’ rights to make
and distribute copies of their work.! These early legislative pro-
nouncements protecting authors of written materials, later combined
with state common law copyright protections, constituted the first
evolution offering protection to creative efforts in the states.

Although the first federal copyright statute was passed in 1790,
music was not accorded any federal protection until 1831.2 However,
this protection was limited to music composition, or the actual nota-
tion written on the page.® Initial arguments calling for protection
against the unauthorized duplication of sound recordings failed. In
the case of White-Smith Music Publishing Co. v. Apollo Co.,* the court
held that piano rolls were not copies of a music composition for the
purposes of infringement.’

! Alexander G. Comis, Copyright Killed the Internet Star: the Record Industry’s Battle to
Stop Copyright Infringement Online: A Case Note on UMG Recordings, Inc. v. MP3.com,
Inc. and the Creation of a Derivative Work By the Digitization of Pre-1972 Sound Recordings,
31 Sw. U. L. Rev. 753, 757-758 (2002) (noting Delaware as the only state that failed to
enact such a statute).

2 David Schwartz, Note, Strange Fixation: Bootleg Sound Recordings Enjoy the Benefits of
Improving Technology, 47 FEp. ComM. L. J. 611, 624 (1994-1995).

3 Id.

$209U.S. 1 (1908).

% See Richard Frank Biribauer, Goldstein v. California and the Protection of Sound
Recordings: Arming the States for Battle with the Pirates, 31 WAsH. & LEE L. Rev. 604,
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2. The 1909 Copyright Act

Although Congress subjected federal copyright protection to an
overhaul by enacting the 1909 Copyright Act, it still failed to grant
statutory copyright protection to sound recordings. Despite efforts
by some members of Congress to raise the issue of sound record-
ings, the final bill declined to extend protection.® Indeed, the report
released with the Copyright Act expressly stated that Congress did
not intend to protect sound recordings: “It is not the intention of the
committee to extend the right of copyright to the mechanical repro-
ductions themselves, but only to give the composer or copyright
proprietor the control, in accordance with the provisions of the bill,
of the manufacture and use of such devices.”” According to one com-
mentator, Congress had two principal concerns about sound record-
ings, leading it to decline to protect them.? First, Congress wondered
about the constitutional validity of such protection.” The Constitu-
tion allows Congress to protect “writings,” and Congress was un-
certain as to whether a sound recording could constitute a writing."
Second, Congress worried that allowing producers to exclusively
control both the musical notation and the sound recording could
lead to the creation of a music monopoly."

Instead of directly protecting sound recordings, Congress opted
to create a compulsory licensing provision that would allow the
copyright holder of the composition to control who would be the
first person or group to fix the work in a tangible medium.> Howev-
er, this attempted solution left open the question of whether someone
could just pay the licensing fee for the composition and then simply
duplicate the recorded version of it.”* It also left unsatisfied the desire
of the recording industry for greater federal law protection.

The Threat of Piracy Grows

After Congress’s initial refusal to extend protection to sound record-
ings, the problem of record piracy began to grow considerably, with
an increasingly deleterious effect on the recording industry. Record
pirates have existed from the beginning of the recording industry."
Over time, changes in recording technology led to increased ease of

608 (1974) (noting that the court’s decision would seem to extend to all mechanical
reproductions, including disc and tape recordings); Barbara A. Ringer, The
Unauthorized Duplication of Sound Recordings, Study No. 26, prepared for the Subcommittee
on Patents, Trademarks, and Copyrights, 86th Cong., 2d Sess., 4 (February 1957) [hereafter
Ringer].

¢ Ringer, supra note 5, at 3-5.

7 Id. at 5 (citing H.R. Rep. No. 2222, 60th Cong., 2d Sess. 9 (1909)).

8 Dorothy M. Schrader, Sound Recordings: Protection Under State Law and Under the
Recent Amendment to the Copyright Code, 14 Ariz. L. Rev. 689, 691 (1972).

o Id.

10 4.

mId.

12 Schwartz, supra note 2, at 625.

3 See id. (relaying Nimmer’s view that a third party most likely could take this
action).

4 Sidney A. Diamond, Sound Recording and Phonorecords: History and Current Law, 1979
U.ILL. L. F. 337, 345 (1979).



duplication, leading to a dramatic escalation of pirating activities.”
In the 1930s, jazz enthusiasts began making acetate copies of record-
ings that they could no longer obtain in stores.'¢ By the 1950s, record
pirates had begun to move beyond providing unavailable recordings
to directly competing with record companies by pirating and openly
selling music available in stores."” In the early 1970s, the innovation
of the cassette tape recorder led to even more pirating.”® The ease
and low cost of duplicating sound recordings without authorization
brought about a sea change in the economics of recorded music."
This led interest groups to begin pressuring for legislative reform tar-
geting recording pirates.?

3. State Remedies

Because Congress failed to extend protection to sound recordings
until 1971 (effective 1972), parties concerned about the unauthor-
ized duplication of sound recordings turned to the states. Although
states ultimately began to pass statutes criminalizing unauthorized
manufacture and distribution of recordings, this did not occur until
the late 1960s and early 1970s.?! Instead, state courts drew upon a
number of common law theories to protect sound recordings.? Com-
mon law copyright and the doctrine of unfair competition, however,
constituted the two most prevalent and most important theories.” In-
deed, these theories ultimately paved the way for the states to enact
unauthorized-distribution laws.?

a. Common Law Copyright

Common law copyright protects an author’s rights to an intellec-
tual creation prior to the publication of that work; thus, common
law copyright is often called “the right of first publication.”” An
owner of a recording can, on the basis of the common law copyright,

15 See, e.g., Schrader, supra note 8, at 689.

16 Glenn M. Reisman, Comment, The War Against Record Piracy: An Uneasy Rivalry
Between the Federal and State Governments, 39 Alb. L. Rev. 87, 89 (1974-1975).

7 1d.

18 Robert P. Merges, One Hundred Years of Solicitude: Intellectual Property Law, 1900-2000,
88 CaLIF. L. Rev. 2187, 2197 (2000).

9 Id.
2 Id.

2 See infra Part . A(4)(c) (discussing the history of state unauthorized-distribution
laws).

2 See Biribauer, supra note 5, at 611 (listing right of privacy, interference with
contractual relations, interference with employment relations, injury to reputation,
and moral rights as other common law theories occasionally used to protect sound
recordings).

B 1d.

# See id. at 626 (arguing that it was a “short step” from the broadened doctrine of
unfair competition/misappropriation to the emergence of state criminal statutes).

% Id. at 612-13; see also Ringer, supra note 5, at 11 (“A common law copyright confers
complete protection against unauthorized use, and this protection ordinarily lasts as
long as the work remains unpublished.”); Schrader, supra note 8, at 693 (noting that
common law copyright protects an author’s work in the same way that the common
law protects physical property from being stolen).
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prohibit the unauthorized use of the recordings prior to their publi-
cation.” The important question for common law copyright therefore
becomes, when is a work published?? Originally, the majority view
indicated that the widespread dissemination of a work (i.e., the com-
mercial sale of the work) constituted publication, thus extinguishing
the common law rights.” This is the view the federal government
originally held on the issue.”” However, numerous state court judges
began to weaken this view, arguing that sale did not constitute
publication.* Some courts have determined that “publication” is a
term of art, subject to different meanings in different contexts, and
that because pre-1972 sound recordings do not receive any federal
protection, they should be afforded additional state protection by
determining that commercial distribution of a recording does not
amount to a publication.®! In Goldstein v. California, the Supreme
Court held that the “publication” of a sound recording is a matter
left to the states to decide.”? Given that many states do not see com-
mercial distribution as publication, the owner of a sound record-

ing can thus maintain common law copyright protections despite
widespread commercial exploitation of the records. As noted below,
because Goldstein v. California not only validated state antipiracy stat-
utes but also upheld state common law protections, the common law
copyright theory of protection continues to exist today with regard to
sound recordings fixed prior to February 15, 1972.%

b. Unfair Competition
The classic doctrine of unfair competition “recognizes a property
right in business assets which have been acquired by the expenditure
or investment of money, skill, time, and effort.”** Originally, to pre-
vail on a claim of unfair competition, a plaintiff had to prove three
elements: (1) competition between the parties; (2) the defendant’s
appropriation of the valuable business asset of the plaintiff; and (3)
the fraudulent “passing off” or “palming off” by the defendant of
the plaintiff’s appropriated asset, such that consumers would be
confused as to the source of the good.* Plaintiffs have used the un-
fair competition doctrine in the case of unauthorized duplication of
sound recordings since the 1904 case of Victor Talking Machine Co. v.
Armstrong .’ In that case, the court found the presence of all three un-
fair competition elements and ruled against the pirate.?”

Over time, however, state court judges began to considerably

% Biribauer, supra note 5, at 613.

¥ Ringer, supra note 5, at 14.

2 Id. at 14-15.

¥ Biribauer, supra note 5, at 622.

% Ringer, supra note 5, at 20.

31 See Capitol Records, Inc. v. Naxos of Am., 830 N.E.2d 250, 560, 564 (N.Y. 2005).
2 Biribauer, supra note 5, at 618, 622.

B Id. at 622.

3 Ringer, supra note 5, at 11.

% Biribauer, supra note 5, at 623-24.

% 132 F. 711 (S.D.N.Y. 1904); see Biribauer, supra note 5, at 623.
% See 132 F. 711 at 711; Biribauer, supra note 5, at 623.



broaden the potential application of the doctrine by downplay-

ing, and ultimately eliminating, two of the three required elements.
According to one commentator, passing off (the third element) “is
particularly difficult to establish, since there is rarely any incentive
for the appropriator to represent the recording as anything except
exactly what it is.”* Further, it became difficult for the performers of
recorded sound to prove that they were in direct competition with
pirates.* Courts responded by first eliminating the third requirement
showing of “passing off,”* and then ultimately eliminating the ne-
cessity of showing that the parties were competitors.*! This left only
the second element—that the defendant had appropriated a valuable
business asset of plaintiff’s.* In many states, this meant that the un-
fair competition doctrine essentially merged with a misappropriation
doctrine® that was already thriving in other areas of commercial
litigation through the early part of the century. Misappropriation
prohibits one from reaping what one has not sown. According to one
commentator, “[I]t was but a short step from this broad formulation
of the misappropriation doctrine to the kind of state antipiracy penal
statute ... which extends to the sound recording owner protection
against any unauthorized duplication of his work.”*

c. Unauthorized Distribution Laws

Following this development of state common law remedies, and in
response to the drastic increases in piracy that accompanied new
recording technology, various interest groups began pushing for leg-
islative protections.® At first, the enactment of local and state statutes
banning unauthorized distribution came slowly. The City of Los An-
geles passed the first such statute under its municipal code in 1948.%
However, no state would pass an unauthorized-distribution statute
for nearly 20 years. New York attempted to pass criminal antipiracy
laws three times during the 1950s, only to have the bills fail.*” New
York finally passed an unauthorized-distribution law in 1967,* and
California followed in 1970.% As will be discussed later, after the

% Ringer, supra note 5, at 17.
¥ Id.

4 See Fonotopia Ltd. v. Bradley, 171 F. 951 (E.D.N.Y. 1909); see also Int’l News Serv. v.
Associated Press, 248 U.S. 215 (1918); Biribauer, supra note 5, at 624 (discussing how
the courts in Fonotopia and INS held that plaintiffs need not prove that the defendant
acted with intentional deception).

41 See Metro. Opera Assoc., Inc. v. Wagner-Nichols Recorder Corp., 101 N.Y.5.2d 483 (N.Y.
Sup. Ct. 1950), aff’d, 107 N.Y.S.2d 795 (1951); see also Gieseking v. Urania Records, 155
N.Y.5.2d 171, 173 (N.Y. Sup. Ct. 1956); Ringer, supra note 5, at 18-19 (reviewing the
extension of the unfair competition doctrine through a series of cases).

#2 Biribauer, supra note 5, at 626.

8 Id.

“Id.

* Merges, supra note 18.

 Ringer, supra note 5, at 9; Reisman, supra note 16, at 90.
¥ Ringer, supra note 5, at 9.

# See Steven L. Sparkman, Tape Pirates: the New “Buck”-aneer$, 21 COPYRIGHT L. Symp.
98, 119 (1974) (describing the passage of the New York and California laws as a
response to the eroding influence of the Sears and Compco cases).

©1d.
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Supreme Court held in Goldstein v. California that such antipiracy
statutes were not pre-empted by the Copyright Act, almost every
other state passed such a law.”

4. Federal Protection: The Sound Recording
Amendments of 1971

As the problem of record piracy reached new heights,* Congress fi-
nally extended federal statutory protection against the unauthorized
duplication of sound recordings by enacting the Sound Recording
Amendments to the 1909 Copyright Act.”? However, the law became
effective on February 15, 1972, and did not apply to recordings fixed
prior to that date.”® This left state law as the only source of protection
for sound recordings fixed prior to February 15, 1972. Yet whether
state law could still grant protection to pre-1972 sound recordings
was called into question because the federal Copyright Act pre-
empts state law protections similar in scope to those protected by
federal law.** The Supreme Court addressed and answered this ques-
tion in Goldstein v. California.®

5. Upholding the Validity of State Protection:
Goldstein v. California

In Goldstein v. California,* the court examined whether states could
protect pre-1972 sound recordings (via criminal statutes or common
law) or whether such protection was necessarily pre-empted by fed-
eral law.” If the court found that federal law had exclusive jurisdic-
tion over the protection of sound recordings, then states would be
prohibited from extending protection to pre-1972 sound recordings.>®
However, the court found that the Constitution’s grant to Congress
of the power to protect copyrights was nonexclusive; thus, the states
retained the right to protect copyright as long as the protection

has not been specifically pre-empted by Congress.* Here, because
Congress had declined to protect sound recordings prior to 1972,

the states could afford such protection. The court therefore upheld
California’s antipiracy law.® In addition to upholding a state’s right
to enact criminal penalties prohibiting the unauthorized duplication
of sound recordings, Goldstein validated all forms of state law protec-

0 See infra Part I.B (discussing the state criminal statutes).

51 See Schwartz, supra note 2, at 628 (stating that lawmakers estimated piracy to be a
$100 million-a-year business).

52 Act of Oct. 15, 1971, Pub. L. No. 92-140, 85 Stat. 391.

% Id.

54 Id. at 629.

5 412 U.S. 546 (1973).

% Id.

% Biribauer, supra note 5, at 606.

%8 See id. at 607.

* Id.

8 Goldstein, 412 U.S. at 571; see also Biribauer, supra note 5, at 607.



tion for pre-1972 sound recordings.®! Thus, states could extend both
statutory protection via unauthorized-distribution criminal laws and
common law remedies under common law copyright and the doc-
trine of unfair competition.

6. Current State Law Remedies for Pre-1972 Sound
Recordings

Post Goldstein v. California, owners of sound recordings fixed prior

to 1972 must look exclusively to state law for copyright protection
for sound recordings. Indeed, the current Copyright Act specifi-
cally acknowledges that state law protection for pre-1972 sound
recordings is not pre-empted by federal law.*> Almost all states have
now extended some form of protection for pre-1972 sound record-
ings.®® States may protect sound recordings by criminal statutes

(e.g., unauthorized-distribution laws), by civil statutes, or through
common law theories such as common law copyright and the doc-
trine of unfair competition (along with its relative, the doctrine of
misappropriation).* While these protections have accrued over time,
they are cumulative rather than exclusive (i.e., state unauthorized-
distribution laws do not displace or exclude common law rights).
However, different states have enacted different laws, and different
state courts have applied common law theories in various ways,
making a state-by-state review necessary for owners and potential
users of pre-1972 sound recordings. This report examines 10 states to
discover commonalities and differences among the states in terms of
protection afforded pre-1972 sound recordings.

B. Criminal Antipiracy Statutes

As noted above, nearly every state has adopted criminal statutes pro-
hibiting the unauthorized duplication, or pirating, of sound record-
ings fixed prior to February 15, 1972.% This section provides a gen-
eral overview of some of the commonalities and differences among
the criminal statutes of the 10 states selected for examination. It also
discusses some of the defenses available under some of the statutes.
Part II of this report features a more in-depth discussion of each of
the 10 states.®

61 See Biribauer, supra note 5, at 641 (“[T]he full impact of Goldstein lies primarily in
its apparent precedent-breaking approval of state laws, common or statutory, which
extend full copyright protection to those writings not subject to a federal copyright.”).
6217 U.S.C. § 301(c).

8 See Diamond, supra note 14, at 349 (stating that 49 states have antipiracy laws).

& See Biribauer, supra note 5, at 611 (listing additional common law remedies as
including right of privacy or publicity, interference with contractual or employment
relations, injury to reputation, and moral rights).

% See supra note 63 and accompanying text.

6 See infra Part I1.
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1. Commonalities

Individual states began to pass criminal unauthorized-duplication,
or antipiracy, statutes in response to the emergence of new technolo-
gies in the entertainment field that significantly increased the ease
of sound recording duplication. Nearly all states have such laws at
this point.*” An examination of the 10 states selected for this report
demonstrates significant similarities in statutory language, requisite
requirements of commercial intent, and the presence of at least some
statutory exemptions.

New York and California appear to have passed the first two
criminal statutes—in 1967 and 1970, respectively.®® Other states be-
gan to follow suit after the Goldstein v. California decision validated
the state law protection.®” In 1971, for example, Arkansas, Tennessee,
Arizona, Florida, Texas, and Pennsylvania enacted unauthorized-
distribution laws.” According to one commentator, “[A]ll of the acts,
while varying in details, show the influence of the New York and
California statutes.”” Indeed, the statutory language of the 10 states
examined in this report bears striking similarities to the original New
York and California language. The original New York statute made it
illegal to:

“knowingly transfer or cause to be transferred any sounds
recorded on a phonograph record, disc, wire, tape, film, or other
article on which sounds are recorded, with intent to sell, or cause
to be used for profit through public performance, such article

on which sounds are transferred without the consent of the

owner.””?

Each of the 10 states has similar requirements of knowledge and
lack of consent of the owner.”” Even more important, the statutes in
all 10 states contain explicit language stating that the unauthorized
use must be made with “intent to sell,” for “commercial profit,” or
some other language indicating a commercial nature to the unlawful
activity.”

67 See supra Part I.A (discussing the history behind state law protection of sound
recordings).

68 See Sparkman, supra note 48, at 119 (describing the passage of the New York and
California laws as a response to the eroding influence of the Sears and Compco cases).
% See supra note 63 and accompanying text.

70 Sparkman, supra note 68, at 120.

Id.

72 Id. at 119 (citing N.Y. PENAL Law § 441-c 1. (McKinney 1967)).

7 See, e.., 720 ILL. COMP. STAT. 5/16-7 (criminalizing acts by a person when he
“[i]ntentionally, knowingly or recklessly transfers or causes to be transferred without
the consent of the owner. ...”); N.Y. PENAL Law § 275.05 (“Knowingly, and without the
consent of the owner, transfers or causes to be transferred any sound recording ...”).
For the statutory language of all 10 states, see infra Part II—State Statutes.

7 See, e.g., CaL. PENAL CoDE § 653h (making it illegal for a person to “[k[nowingly
and willfully transfers or causes to be transferred any sounds that have been recorded
on a phonograph record, disc, wire, tape, film or other article on which sounds are
recorded, with intent to sell or cause to be sold, or to use or cause to be used for commercial
advantage or private financial gain through public performance, the article on which the
sounds are so transferred, without the consent of the owner.”) (emphasis added); N.Y.
PENAL Law § 275.05 (“Knowingly, and without the consent of the owner, transfers or
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Furthermore, all the states now contain an exemption for broad-
casters transferring sounds for purposes of transmission. Other stat-
utory exemptions provided in state law are less uniform in content,
as discussed immediately below.

2. Differences

Although the criminal statutes of the 10 examined states show signif-
icant similarities, particularly in statutory language, there are differ-
ences among them. A comparison of the states (examined in-depth in
Part II) exposes some of the general categories of differences between
them, such as (1) differences in the statutory exemptions provided,
(2) the presence in some states of elements that may not require com-
mercial intent, and (3) the presence in some states of criminal statutes
related to, but distinct from, the unauthorized duplication or piracy
laws.

The statutory exceptions for broadcasters present in all the state
statutes analyzed already have been noted; only one state (North
Carolina) has updated this provision to provide explicitly for Web-
casters as well.”” A few of the states provide more far-reaching ex-
emptions. Four of the ten states specifically exempt personal use;”
only two (California and Florida) expressly exempt nonprofit insti-
tutions—and even those must meet certain criteria.”” Additionally,
while most state’s statutes feature language requiring intent to sell
for commercial advantage (or words similar in effect), statutes in two
of the states (Alabama and New Jersey) contain provisions where the
commercial intent element is absent or at least unclear.” The states

causes to be transferred any sound recording, with intent to rent or sell, or cause to be
rented or sold for profit, or used to promote the sale of any product, such article to which
sound recording was transferred.”) (emphasis added).

5 North Carolina’s broadcaster exemption now explicitly covers Webcasters as well.
N.C. GEN. StaT. § 14-433(c).

76 See FLA. STAT. § 540.11(6)(b); N.J. STAT. ANN. § 2C:21-21(f)(2); N.Y. PENAL LAW §
275.45; OH10 REV. CODE ANN. § 1333.52(C)(2).

77 See CAL. PENAL CoDE § 653h(h) (providing an exemption for “any not-for-profit
educational institution or any federal or state governmental entity, if the institution
or entity has as a primary purpose the advancement of the public’s knowledge and
the dissemination of information regarding America’s musical cultural heritage,
provided that this purpose is clearly set forth in the institution’s or entity’s charter,
bylaws, certificate of incorporation, or similar document, and the institution or entity
has, prior to the transfer, made a good faith effort to identify and locate the owner

or owners of the sound recordings to be transferred and, provided that the owner or
owners could not be and have not been located.”); FLA. STAT. § 540.11(6)(c) (exempting
institutions if they meet four criteria: “1) The primary purpose of the institution

or entity is the advancement of the public’s knowledge and the dissemination of
information; 2) Such purpose is clearly set forth in the institution’s or entity’s charter,
bylaws, certificate of incorporation, or similar document; 3) Prior to the transfer of
the sounds, the institution or entity has made a good faith effort to identify and locate
the owner or owners of the articles to be transferred; 4) Despite good faith efforts, the
owner or owners have not been located.”)

78 See ALA. CoDE § 13A-8-81(a)(3) (1975) (“It shall be a felony for any person to ... (3)
[m]anufacture, distribute, transport or wholesale any article with the knowledge that
the sounds or performances are so transferred without consent of the owner.”); N.J.
STAT. ANN. § 2C:21-21(c)(2) (“A person commits an offense who .... (2) [klnowingly
transports, advertises, sells, resells, rents, or offers for rental, sale or resale, any sound
recording or audiovisual work that the person knows has been produced in violation



Protection for Pre-1972 Sound Recordings under State Law and Its Impact on Use by Nonprofit Institutions

also vary slightly according to how they determine the category of
offense and the severity of the sanctions involved in infringement.”

While each of the 10 states has promulgated an unauthorized-
distribution statute, some of them have also enacted other related
statutes. For example, Ohio has enacted a criminal simulation
statute: “No person, with purpose to defraud, or knowing that the
person is facilitating a fraud shall do any of the following ... 2) [p]
ractice deception in making, retouching, editing, or reproducing any
photograph, movie film, video tape, phonograph record, or record-
ing tape.”® Many of the states also have “labeling laws” that require
disclosure of the manufacturer of the recording. Some states incorpo-
rate this directly in the text of the unauthorized-distribution statute,®
while others have a separate provision.®

3. Potential Defenses

There are essentially two types of possible defenses to the unau-
thorized-distribution statutes of the 10 states: (1) express statutory
exemptions, and (2) possible defenses that seem implicit in the statu-
tory language, such as noncommercial use or use with the consent of
the owner.

As noted above, statutes exist that contain exceptions for broad-
casting, personal use, and (in two instances) for qualified nonprofit
entities.® To claim the nonprofit exemptions, however, the institu-
tions must meet four criteria in both Florida and California: “1) The
primary purpose of the institution or entity is the advancement of
the public's knowledge and the dissemination of information; 2)
Such purpose is clearly set forth in the institution's or entity's charter,
bylaws, certificate of incorporation, or similar document; 3) Prior to
the transfer of the sounds, the institution or entity has made a good
faith effort to identify and locate the owner or owners of the articles
to be transferred; 4) Despite good faith efforts, the owner or owners

of this act.”).

7 Some states provide stiffer penalties or fines than others. Compare 720 ILL. Comp.
StAT. § 5/16-7(c)(1) (providing a fine of up to $100,000 for the unauthorized
duplication of between 100 and 1,000 unidentified sound recordings), with N.J.
STAT. ANN. § 2C:21-21(d)(2) (setting forth a fine up to $150,000 for the duplication of
between 100 and 1,000 sound recordings).

8 Onro Rev. Cope ANN. § 2913.32.

81 See, e.g., N.J. STAT. ANN. § 2C:21-21(c)(4) (“A person commits an offense who . . . (4)
[flor commercial advantage or private financial gain, knowingly advertises or offers
for sale ...a sound recording or audiovisual work or possesses with intent to advertise,
sell, resell, rent or transport any sound recording or audiovisual work, the label, cover,
box or jacket of which does not clearly and conspicuously disclose the true name and
address of the manufacturer, and, in the case of a sound recording, the name of the
actual performer or group.”).

82 See, e.g., CAL. PENAL CODE § 653w(a) (“A person is guilty of failure to disclose the
origin of a recording or audiovisual work when, for commercial advantage or private
financial gain, he or she knowingly advertises or offers for sale ... any recording

or audiovisual work, the cover, box, jacket, or label of which does not clearly and
conspicuously disclose the actual true name and address of the manufacturer thereof
and the name of the actual author, artist, performer, producer, programmer, or
group.”).

8 CaL. PENAL CopE § 653h(h); FLA. STAT. § 540.11(6)(c).

"



12

have not been located.”*

In addition to the express statutory exemptions, the inclusion in
state criminal statutes of language requiring the presence of commer-
cial intent as a prerequisite for finding a violation implicitly suggests
that noncommercial uses would be permitted. As noted above, each
of the 10 states surveyed contains language such as “intent to sell”®
or “for commercial advantage or private financial gain.”* This lan-
guage reflects the “antipiracy” purpose of the statutes.*” Noncommer-
cial uses inherently fail to pose the same commercial threat to owners
of sound recordings that prompted the passage of such statutes.

The word “commercial,” however, is subject to a multitude of
interpretations. In the context of nonprofit institutions, an institution
may receive commercial advantage through a number of ways—
publicity, sales, or name recognition—even though its ultimate goal
is not a monetary profit. It is also possible that not having to pay a
license for use of a copyrighted material could be construed as com-
mercial advantage, since the institution is better off than if it had
paid for the material. As the Supreme Court has noted, “The crux of
the profit/nonprofit distinction is not whether the sole motive of the
use is monetary gain but whether the user stands to profit from ex-
ploitation of the copyrighted material without paying the customary
price.”®® The uncertainties surrounding the commercial /noncommer-
cial distinction are discussed below, particularly in connection with
the survey of New York state law.

Nevertheless, the Ninth Circuit Court of Appeals, in a discussion
of the meaning of “commercial advantage” under California’s un-
authorized-distribution law, held that a prerequisite of “commercial
advantage” appeared designed “to except not only free distribution
of anonymous materials, but sale under certain conditions, as when
one urging a point of view sells the record or tape to cover its cost.”*
Overall, there seems to be a dearth of case law relating directly to the
scope of permitted noncommercial use.

Finally, each of the states requires the infringer to “knowingly”
use the sound recordings “without the consent of the owner.” Thus,
potential infringers may escape liability by asserting either that they
did not knowingly duplicate the sound recording or that they did so
with the consent of the owner.

8 FLA. STAT. § 540.11(6)(c). The requirements under CAL. Penal Code § 653h(h) are the
same. See supra note 77.

8 See, e.g., N.J. STAT. ANN. § 2C:21-21(c)(1) (criminalizing transfers of recordings “with
intent to sell the sound recording”).

8 See, e.g., Wis. STAT. § 943.207(1)(a) (making it illegal to transfer sound recordings
“with intent to sell or rent the recording into or onto which such sounds are
transferred for commercial advantage or private financial gain”) (emphasis added).

87 See supra Part I.A (detailing the history and purpose of state criminal unauthorized-
distribution statutes, and specifically noting the fact that states enacted such
legislation in response to increases in record piracy).

8 Harper & Row Publishers, Inc. v. Nation Enters., 471 U.S. 539, 562 (1985) (citing Roy
Export Co. Establishment v. Columbia Broad. Sys., Inc., 503 F. Supp. 1137, 1144 (D.C.N.Y.,
1980)); 3 Nimmer § 13.05[A][1], at 13-71, n. 25.3.

8 Anderson v. Nidorf, 26 E.3d 100, 104 (9th Cir. 1994); see also Murdock v. Pennsylvania
319 U.S. 105, 111 (1943) (holding that the sale of religious literature does not convert
religious activity into a commercial enterprise).
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C. Civil Statutes

Half of the states chosen for examination feature some manner of
civil statute that potentially affects the use of pre-1972 sound record-
ings.” These statutes generally fall into one of two categories: (1)
statutes conferring a civil private right of action for violations of the
state’s criminal unauthorized-distribution act; or (2) statutes codify-
ing or drawing upon common law remedies, such as common law
copyright, unfair competition, and misappropriation.”

Both Alabama and North Carolina allow private parties to insti-
tute causes of action against violators of the unauthorized-distribu-
tion laws of those states.”” Alabama Code § 13A-8-85 allows the own-
er or producer of any sound recording to bring a civil cause of action
against anyone who violates the unauthorized-distribution provi-
sions of § 13A-8-81 through § 13A-8-84.” North Carolina Gen. Stat.
Ann. § 14-436 similarly provides a right of action to the owner of a
work violated in the antipiracy statutes of North Carolina.”* North
Carolina’s statute allows the owner to receive actual, compensatory,
and incidental damages.”® Alabama’s statute goes even further, al-
lowing the owner to recover punitive damages of up to three times
the cost of production of the original work.” Defenses would likely
include a demonstration that the defendant’s use did not violate the
relevant provisions of the state unauthorized-distribution laws. For
example, if noncommercial use would be a defense to the criminal
statute, then it would seem to also be a defense to the civil action.

The codification or inclusion of common law theories comprises
the second category of civil statutes affecting sound recordings. Four
of the ten states surveyed have passed civil statutes that in some
manner incorporate common law copyright, the doctrine of unfair
competition, or its relative, the doctrine of misappropriation.

Two states surveyed (California and North Carolina) have
civil statutes that address or affect common law copyright in those
states.” However, while California essentially codifies the tradi-
tional view of common law copyright (i.e., the right of first publica-
tion), North Carolina’s statute significantly restricts common law
copyright protections. California Civil Code § 980 provides that the
owner of a pre-1972 sound recording holds exclusive rights to the
recording until the publication of that work.” California cases seem
to define publication somewhere between limited public dissemina-
tion and widespread commercial distribution.”” North Carolina Gen.

% Alabama, California, Illinois, North Carolina, and Ohio.

71 A number of states have civil statutes protecting the right to publicity or privacy.
These are discussed later in this section. See infra Part L.E (Right to Publicity).

2 ALA. CODE § 13A-8-85 (1975); N.C. GEN. STAT. § 14-436.

% ArLa. Copk § 13A-8-85.

% N.C. GEN. StTAT. § 14-436.

% Id.

% Ara. CopE § 13A-8-85.

97 CAL. C1v. CopE § 980; N.C. GEN. STAT. § 66-28.

% CaL. Crv. CopE § 980.

9 See infra Part II—California § 3(a) (discussing CA Civil Code § 980).
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Stat., meanwhile, expressly provides that common law copyright
extinguishes upon any commercial sale of the work in the state.'®
North Carolina passed this statute in response to the Waring case,'™
where the court had recognized a continuing interest in common law
copyright in sound recordings.'® North Carolina acted to abolish
“any common law rights in recorded performances that might other-
wise have survived the sale of the phonograph record.”'® Defenses
to these common law statutes include a claim that the work has

been published. In North Carolina, a defendant would merely have
to show that the work had been commercially sold in the state. In
California, however, the defendant should argue that the commercial
distribution has been fairly widespread.

California, Illinois, North Carolina, and Ohio have enacted stat-
utes reflecting the unfair competition or misappropriation claims of
those states.'™ Illinois and Ohio both feature statutes that essentially
combine unfair competition and deceptive trade practices. Under
§ 815 ILL. CoMp. STAT. 510/2, a plaintiff need not demonstrate either
that the parties are competitors or the existence of actual confusion.'®
The plaintiff can prevail based upon a showing that the defendant
engaged in one of several acts that can be summarized as acts that
pass off the plaintiff’s goods, are likely to cause confusion, or in some
way deceive the public about the source or quality of the goods.'®
Similarly, the central element under Ohio Rev. Code § 4165.02 is the
likelihood of confusion.!” North Carolina creates a cause of action
for unfair competition where the defendant uses “unfair methods of
competition in or affecting commerce,” or “unfair or deceptive acts
or practices in or affecting commerce.”'® However, North Carolina’s
statute specifically exempts acts done by publishers, owners, agents,
or employees of a newspaper, periodical, or radio or television
station when there is no direct financial interest.'” These types of

10 See N.C. GEN. STAT. § 66-28 (“When any phonograph record or electrical
transcription, upon which musical performances are embodied, is sold in commerce
for use within this State, all asserted common-law rights to further restrict or to collect
royalties on the commercial use made of such recorded performances by any person is
hereby abrogated and expressly repealed. When such article or chattel has been sold
in commerce, any asserted intangible rights shall be deemed to have passed to the
purchaser upon the purchase of the chattel itself, and the right to further restrict the
use made of phonograph records or electrical transcriptions, whose sole value is in
their use, is hereby forbidden and abrogated.”).

101 See Waring v. WDAS Broad. Station, 327 Pa. 433, 194 A. 631 (1937); Waring v. Dunlea,
26 E. Supp. 338 (E.D.N.C. 1939).

12 See Sidney A. Diamond, Copyright Problems of the Phonograph Record Industry, 15
VAND. L. REv. 419, 431 (1962).

103 See id. (noting that South Carolina and Florida passed similar statutes). It should
be noted, however, that Waring dealt with broadcast performance, so some questions
may remain about its affect on unauthorized reproduction.

104 CaL. Bus. & Pror. Copk § 17200; 815 I L. Comp. STAT. 510/2; N.C. GEN. STAT. § 75-
1.1; On10 REv. CoDE ANN. §§ 1333.62, 4165.02.

105815 IL. Comp. StAT. 510/2.

106 Id

107 On10 REV. CODE ANN. § 4165.02.
108 N.C. GEN. STAT. § 75-1.1.

1% See N.C. GEN. STAT. § 75-1.1(c) (“Nothing in this section shall apply to acts done
by the publisher, owner, agent, or employee of a newspaper, periodical or radio or
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provisions would not seem to pose much of a problem for nonprofit
institutions seeking to use pre-1972 sound recordings as there is no
real competition between them and the owners, nor would there be
a likelihood of confusion. California, meanwhile, defines “unfair
competition” to be “any unlawful, unfair, or fraudulent business act
or practice and unfair, deceptive, untrue or misleading advertising
as prohibited by Chapter 1 of Part 3 of Division 7 of the Business and
Professions Code.”™"

Potential defenses to the unfair competition or deceptive trade
practice statutes vary according to the specific provisions of each
state. However, generally speaking, because most of these statutes
reflect attempts to avoid likelihood of confusion, defendants may be
able to escape liability by demonstrating that their use of the sound
recordings would in no way cause confusion in the public about the
source or quality of the recording. These statutes also seem focused
on the prevention of commercial harm, so defendants would have to
show that their use does not harm the original owner in any way.

D. Nonstatutory Causes of Action

1. Common Law Copyright

Common law copyright protects an author’s rights to an intellectual
creation prior to the publication of that work; thus, common law
copyright is often called “the right of first publication.”"! Therefore,
an owner of a recording can, on the basis of the common law copy-
right, prohibit the unauthorized use of the recordings prior to their
publication.”*> The important question for common law copyright
thus becomes, when is a work published?'® As discussed above in
the history section, the majority view initially held the widespread
dissemination (i.e., commercial sale) of the work to be a publica-
tion." This is the view the federal government holds regarding
works fixed after 1978.1

In Goldstein v. California, the Supreme Court held that the

television station, or other advertising medium in the publication or dissemination

of an advertisement, when the owner, agent or employee did not have knowledge

of the false, misleading or deceptive character of the advertisement and when the
newspaper, periodical or radio or television station, or other advertising medium did
not have a direct financial interest in the sale or distribution of the advertised product
or service.”).

10 CaL. Bus. & Pror. Copk § 17200.

M Birjbauer, supra note 5, at 612-13; see also Ringer, supra note 5, at 11 (“A common law
copyright confers complete protection against unauthorized use, and this protection
ordinarily lasts as long as the work remains unpublished.”); Schrader, 693 (noting that
common law copyright protects an author’s work in the same way that the common
law protects physical property from being stolen).

12 Biribauer, supra note 5, at 613.

13 Ringer, supra note 5, at 14.

4 Id. at 14-15

115 See 1-4 Nimmer on Copyright § 4.06[A][1] (“The public distribution of [a post-1978]
phonorecord constitutes a publication of the sound recording embodied therein.”).
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“publication” of a sound recording is a matter left to the states to
decide.™ Therefore, anyone desiring to use a pre-1972 sound record-
ing must examine the relevant state’s common law for how that state
defines publication. The states surveyed for this report differ on this
matter. Some states, such as North Carolina and Ohio, have retained
the initial view that any commercial sale or public distribution
amounts to a publication."”

However, other states examined for this study, such as Florida
and New York, have greatly increased the threshold for finding
that publication of the work has occurred. In CBS, Inc. v. Garrod,"®
a Florida court stated that “because of the unique nature of the re-
cording business, and the fact that there was no simple method of
protecting record producers’ interests until phono-records were pro-
tected by the Sound Recording Act of 1972 ... [the plaintiff] did not
lose its common law copyright through publication by distribution of
its records.”"® The recent Naxos case'® demonstrates that New York
has perhaps extended this idea that distribution does not amount to
publication. There, the court held that the works in issue (1930s-era
sound recordings) were unpublished despite the fact that the record-
ings had been commercially available since the 1930s."*!

The defense to a claim of infringement of a common law copy-
right would thus seem to be a claim that the original work has
indeed been published, and that the common law copyright protec-
tions have therefore been extinguished. However, considering the
disparity between how state courts determine the matter, a nonprofit
institution may prevail in one state by simply showing that the work
in question has been sold in the state, but fail if it presented that
same argument in another state. Therefore, nonprofit organizations
hoping to use pre-1972 sound recordings should examine the partic-
ular laws of the states that may have rights to the work in question.'?
It should be noted that different jurisdictions may have claims on the
same work. For example, Capitol Records asserted its common law
copyright to sound recordings in New York, even though the record-
ings had been produced in the United Kingdom, where they had
already entered the public domain.'®

116 Biribauer, supra note 5, at 618, 622.

7 North Carolina has codified common law copyright into N.C. GEN. STAT. § 66-28.
Publication occurs when the work is sold in commerce. See supra Part 1.C (discussion
of civil statutes). Regarding Ohio, commentary in dicta of a state court opinion
suggests that public performance constitutes publication. See Zacchini v. Scripps-
Howard Broad. Co., 351 N.E.2d 454 (1976) (“[T]o employ doubtful logic to hold that
public performances do not constitute a publication would terminate the [common
law copyright], would be to grant a perpetual right against copying ... which would
be even greater than the protection accorded patents or statutory copyrights.”).

18 622 F. Supp. 532, 534-35 (D.C. Fla. 1985).

9 Id. at 535.

120 Capitol Records, Inc. v. Naxos of Am., Inc., 830 N.E.2d 250 (N.Y. 2005).

121 See id. at 560 (finding that public sale “was not sufficient to divest the owner of
common law copyright protection”).

12 See infra Part II for a more in-depth consideration of each of the 10 states selected
for examination, including a discussion of each state’s common law copyright.

123 Capitol Records, Inc. v. Naxos of Am., Inc., 830 N.E.2d 250 (N.Y. 2005).
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Finally, we note that a major unanswered question concerning
the application of common law copyright to sound recordings is the
availability of limitations and exceptions that might operate to the
benefit of nonprofit cultural institutions. Such limitations and ex-
ceptions, were they to apply, might parallel in operation the federal
copyright doctrine of “fair use.”

2. The Doctrine of Unfair Competition/
Misappropriation

Almost all of the states examined for this study have some form of
the doctrine of unfair competition that could potentially extend to
protection of sound recordings. However, most of these laws focus
on the likelihood of confusion that may result when one party appro-
priates an asset of another; thus, in most cases, nonprofit institutions
will likely be able to avoid claims of unfair competition, as their use
of pre-1972 sound recordings will be unlikely to cause any confusion
as to the source of the work.

The doctrine of unfair competition “recognizes a property right
in business assets which have been acquired by the expenditure or
investment of money, skill, time, and effort.”'* Historically, in order
to prevail on a claim of unfair competition, a plaintiff had to prove
three elements: (1) competition between the parties; (2) the defen-
dant’s appropriation of the valuable business asset of the plaintiff;
and (3) the fraudulent passing off or palming off by the defendant
of the plaintiff’s appropriated asset, such that consumers would be
confused as to the source of the good.'” However, many state courts
have gradually expanded the scope of the doctrine, to the point that
some courts will not require one or two of the three elements de-
scribed above. The laws of the states examined in this study seem to
fall in one of two categories: (1) unfair competition based on misrep-
resentation, palming off, deception, and creation of a likelihood of
confusion; or (2) unfair competition based on misappropriation and
commercial harm (where palming off is not required). In practice,
these two categories are potentially cumulative and closely related,
and the differences between them can be overstated. Confusion is
often, in itself, a source of commercial harm. Perhaps the most that
can be said, at this level of generality, is that for the proof of unfair
competition some states always require some demonstration of de-
ception, while others do not.

Some state laws seem to focus primarily on the prevention of
public deception or confusion. Massachusetts, for example, requires
plaintiffs to demonstrate that they are in the same trade as defen-
dants, that the defendants” actions have led to actual or probable
deception of the public, and that those actions have caused harm.'*
Ilinois” Uniform Deceptive Trade Practices Act effectively codified

124 Ringer, supra note 5, at 11.
125 Biribauer, supra note 5, at 623-24.

126 See Uproar Co. v. Nat'l Broad. Co., 8 F. Supp. 358 (1934) (holding that the publication
of a radio script by a third party constituted unfair competition).
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the common law unfair competition doctrine in Illinois.'” Both the
Uniform Deceptive Trade Practices Act and Illinois” common law
misappropriation doctrine seek to prevent behavior that will create a
likelihood of confusion.'®

Other states seem to focus more on preventing commercial harm
to the owner of the business asset without referencing likelihood of
confusion or deception. Both Florida and Wisconsin set forth the fol-
lowing three elements in an unfair competition claim: (1) time, labor,
and money expended in the creation of the thing misappropriated;
(2) competition; and (3) commercial damage to the plaintiff.'® The
Wisconsin Supreme Court noted, “The essence of the cause of action
in misappropriation is the defendant’s use of the plaintiff’s product,
into which the plaintiff has put time, skill, and money; and the de-
fendant’s use of the plaintiff’s product or a copy of it in competition
with the plaintiff and gaining an advantage in that competition be-
cause the plaintiff, and not the defendant, has expended the energy
to produce it. The wrong is not in the copying, but in the appropriation of
the plaintiff’s time, effort, and money.”** In CBS, Inc. v. Garrod, a federal
court applying Florida law held that a plaintiff need not demonstrate
that the defendant had engaged in palming off of the plaintift’s prod-
uct; the plaintiff must simply show that the misappropriation capi-
talizes off of the time, energy, and labor of the plaintiff, thus causing
commercial damage to the plaintiff who is competing with the de-
fendant.”' California has similarly held that defendants may be held
liable for unfair competition without showing palming off.’*? Indeed,
California has applied unfair competition in cases even where the
work no longer had state common law copyright protection.'*

Under the theories of these states, nonprofit institutions that use
pre-1972 sound recordings would most likely not be found to engage
in unfair competition. The institutions should demonstrate under
these laws that there is no competition and no commercial harm to
the owner of the sound recording and that its use does not create a
likelihood of confusion. Indeed, many if not most pre-1972 sound

127 See supra Part 1.C (discussion of civil statutes).

128 See Bonner v. Westbound Records, Inc., 364 N.E.2d 570 (Ill. App. Ct. 1977) (explaining
that the Illinois Uniform Trade Practices Act provides a remedy where there is a
likelihood of confusion regarding the source of a good); Capitol Records v. Spies,

264 N.E.2d 874 (Ill. App. Ct. 1970) (finding defendant liable for unfair competition
and misappropriation where he appropriated, copied, and sold sound recordings
belonging to plaintiff).

129 See CBS, Inc. v. Garrod, 622 F. Supp. 532, 536 (D.C. Fla. 1985); Mercury Records Prod.,
Inc. v. Econ. Consultants, Inc., 218 N.W.2d 705, 710 (Wis. 1974) (following the elements
required in INS v. Associated Press).

130 Mercury Records, 218 N.W.2d at 710 (emphasis added).

131 See Garrod, 622 F. Supp. at 535-36 (concluding that the plaintiff can prove the
defendant’s intent in ways other than palming off).

132 See A&M Records v. Heilman, 75 Cal. App. 3d 554 (Cal. Ct. App. 1977) (holding

that defendant’s duplication of performances owned by plaintiff constituted unfair
infringement because it involved the misappropriation of another’s valuable asset,
even absent a showing of palming off).

133 See Lone Ranger Television, Inc. v. Program Radio Corp., 740 F2d 718 (9th Cir. 1984)
(applying CA law) (finding defendant liable for copying and distributing Lone Ranger
episodes under an unfair competition theory even though the common law copyright
protection was gone).
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recordings have likely lost their commercial market viability. If any-
thing, it seems that exposure to these recordings through museums,
archives, libraries, or other educational /nonprofit institutions could
help the market for the works.

3. Conversion

Conversion, as a state law tort-based remedy, generally applies to
the unauthorized and wrongful assumption and dominion and con-
trol over the personal property of another. In most states, conversion
claims cover only real property, not intellectual property.'* Thus,

it seems that conversion would only apply to the use of pre-1972
sound recordings by nonprofit institutions if the physical object con-
taining the sound recording were converted.'® However, several of
the states in our survey do have case law that acknowledges a cause
of action for conversion of intellectual property.

California, for example, does not seem to follow the general
trend. While one California case seems to indicate that a plaintiff’s
claim of conversion will lie only if the converted object is tangible
(and noting that a claim based on reproduction of intangible prop-
erty will be pre-empted by the Copyright Act),'* other cases demon-
strate that California plaintiffs may claim conversion of intangible
property, such as a sound recording.'”

Florida has a conversion cause of action for “wrongful taking of
intangible interests in a business venture.” In CBS, Inc. v. Garrod,'®
the court granted the plaintiff’s motion for summary judgment on
the claim of conversion, holding that the defendant’s bootlegging of
CBS records amounted to a wrongful taking of intangible interests in
a business venture—and that the defendant had thereby unlawfully
converted the plaintiff’s property.

On the other hand, nonprofit institutions seeking to use pre-1972
sound recordings may be able to avoid claims of conversion in most
states (except California and Florida) when they simply use the in-
tangible sound recording.

134 See 1 Nimmer § 1.01[B][1][i] (defining conversion as involving interference of
tangible property).

135 See, e.g., Video Pipeline, Inc. v. Buena Vista Home Entm't., Inc., 275 F. Supp. 2d 543
(D.N.]. 2003) (finding conversion because defendant took the physical copies of the
plaintiff’s movie trailers); Flamingo Telefilm Sales v. United Artists, 265 N.Y.S.2d 444
(N.Y. App. Div. 1965) (concluding that defendant converted the physical print of
plaintiff’s work).

13 See Firoozye v. Earthlink Network, 153 F. Supp. 2d 1115 (N.D. Cal. 2001) (holding that
a claim of conversion typically only involves tangible property).

37 See, e.g., Am. Bankers Mortgage Corp. v. Fed. Home Mortgage Loan, 75 F.3d 1401

(9th Cir. 1999) (stating that a claim for conversion survives even if the allegedly
converted property is intangible); Lone Ranger Television, 740 F.2d at 725 (finding that
Lone Ranger TV would have an intangible property interest in the performances on
tape from the time of its recording); A & M Records, 75 Cal. App. 3d at 570 (“Such
misappropriation and sale of the intangible property of another without authority
from the owner is conversion.”).

138 CBS, Inc. v. Garrod, 622 F. Supp. 532, 536 (D.C. Fla. 1985).
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E. Right of Publicity

Another area of the law that could theoretically be invoked against
the use of sound recordings would be the right of publicity. Most of
the states examined for this study have a statutory right of publicity,
a common law right of publicity, or both. Usually, the right to pub-
licity (sometimes referred to the “right to privacy” or “invasion of
privacy”) prohibits the unauthorized commercial use or exploitation
of some part of a person’s “identity,” “persona,” or “likeness.” Some
states mention only that there can be no commercial use of the name,
picture, or portrait of a person, while others include voice as well.
States protect this right by statute, common law, or a combination of
the two.

Nonprofit institutions using pre-1972 sound recordings will
likely not encounter problems with right to publicity claims. As
discussed below, generally, the right to publicity focuses on the com-
mercial exploitation of someone’s likeness or identity. Thus, non-
profit institutions may be able to avoid liability provided they can
show that they are not commercially profiting from the use. Further,
few of the states specifically include voice within the sphere of right
to publicity protection—and those states have been hesitant to find
violations based on the use of voice alone.'*

1. Statutory Right of Publicity

Seven of the states chosen for examination have statutes conferring a
right to publicity or an analogous right.'*” Some of the statutes, such
as Ohio’s, tend to be vague about what exactly the statute prohibits.
Ohio’s statute provides that “a person shall not use any aspect of

an individual’s persona for a commercial purpose.”'*! It is uncertain
whether a voice captured in a sound recording would constitute an
“aspect of an individual’s persona.” Other states are more explicit.
Wisconsin’s Right of Privacy law, for instance, prohibits “the use, for
advertising purposes or for purposes of trade, the name, portrait or
picture of any living person.”'** Massachusetts similarly prohibits the
unauthorized use of name, portrait, or picture.*® Under such a stat-
ute, it seems fairly clear that a nonprofit organization would not vio-
late the right to privacy by the use of a sound recording that contains
a voice outside of advertising or trade.

139 See CaL. C1v. CoDE § 3344(e) (clarifying that the use of one’s voice in a commercial
medium does not per se violate the statute unless the plaintiff can show that the voice
is so connected with the advertising that consent should be required); see also Oliveira
v. Frito-Lay, Inc., 1997 WL 324042 (S.D.N.Y. 1997) (concluding that the use of one’s
voice alone does not violate NY Civil Rights Law § 51 because the statute is meant to
prohibit the use of the portrait or picture of an individual).

140 CAL. C1v. Copk § 3344 (California); FLa. StAT. § 540.08 (Florida); 765 ILL. ComP.
StaT. 1075/1 (Illinois); Mass. GEN. Laws ch. 214 § 3A (Massachusetts); N.Y. Crv.
RicHTs Law §§ 50, 51 (New York); On1o Rev. CODE ANN. § 2741 (Ohio); Wis. STAT. §
895.50 (Wisconsin).

141 Onrro Rev. Cope ANN. § 2741.
142 Wrs. STAT. § 895.50(b).
145 Mass. GEN. Laws ch. 214 § 3A.
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New York and California feature statutes that do include voice.
California’s law, for instance, prohibits the knowing use of “another's
name, voice, signature, photograph, or likeness, in any manner, on
or in products, merchandise, or goods, or for purposes of advertising
or selling, or soliciting purchases of, products, merchandise, goods,
or services, without such person's prior consent.”'** New York’s law
provides a right of action to “any person whose name, portrait, pic-
ture or voice is used within [New York] for the purposes of trade.”'*
However, in Oliviera v. Frito-Lay, a New York court held that the use
of voice alone was not actionable under the statute.'*® Despite the
inclusion of voice within thes